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DETAILED ACTION 

This action is in response to applicant's amendment, received on 02/17/2004. 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claim 35 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of copending 
Application No. 10/256,659 and 10/256,893. All Applications claim rotatable drive 
shafts, detachable surgical instruments and steering wires. Claim 35 of the current 
Application 09/887,789 requires a power console. Power consoles are notoriously well 
known in the art and it would be obvious to one of ordinary skill to include or omit a 
power console in the claims. 

This is a provisional obviousness-type double patenting rejection. 
Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1,6-34,36,39-41 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1,32-34, 36, 39-41 contains the trademark/trade name "quick-connect". 
Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a simple coupling between two elements and, 
accordingly, the identification/description is indefinite. 

With respect to claim 20, Applicant claims, "without any instrument supported on 
the distal free end". However, this is indefinite since Applicant's own invention supports 
a coupling instrument at the distal free end of the shaft. 

With respect to claim 15, it is unclear what elements are being referred to a third 
and fourth connectors since Figure 9A of Applicant's invention only shows two 
connectors. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. To the extent that it is definite, claims 20-26, 28-31 ,34 are rejected under 35 
U.S.C. 102(b) as being anticipated by Wilk (5,330,486). 

With respect to claim 20, Wilk teaches the steps of (a) inserting a hollow shaft 
having a distal free end and a shaft diameter into the body via a first orifice without any 
instrument supported on the distal free end, the hollow shaft containing a drive shaft 
rotatably disposed therein, (b) inserting a surgical instrument into the body via a second 
orifice, the surgical instrument including a coupling complimentary to and configured to 
couple with the distal free end of said hollow shaft to connect the drive shaft with the 
surgical instrument in operable communication and (c) coupling the hollow shaft and the 
surgical instrument via the coupling after the inserting steps (a) and (b) as seen in 
Figure 10 described in column 14, lines 15-45. 

With respect to claim 21 , Wilk teaches wherein the hollow shaft and the surgical 
instrument are coupled in the coupling step (c) intracorporeally. 

With respect to claim 22, Wilk teaches the step of forming a surgical procedure 
after the coupling step (c) as described in column 14 lines 15-40. 

With respect to claim 23 and 24, Wilk teaches wherein the surgical procedure 
includes a tissue stapling and cutting procedure. 
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With respect to claim 25, Wilk teaches wherein the surgical procedure includes 
an anastomosis procedure. 

With respect to claim 26, Wilk teaches wherein the surgical instrument includes 
at least one of a surgical stapler instrument, a surgical stapler and cutter instrument and 
an anastomosis instrument. 

In reference to claim 28, Wilk teaches wherein the first orifice includes at least 
one of a natural orifice, an incision, and a cannula. 

In reference to claim 29, wilk teaches wherein the second orifice includes at least 
one of a natural orifice, an incision, and a cannula. 

In reference to claim 30, Wilk teaches wherein each of the first orifice and the 
second orifice includes at least one of a natural orifice, an incision and a cannula. 

With respect to claim 31 , Wilk teaches wherein the first orifice is different from 
the second orifice as seen in Figure 10. 

With respect to claim 34, Wilk teaches a quick connect fitting 218 having a fitting 
diameter substantially equal to the hollow shaft diameter. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. To the extent that it is definite, claims 1 , 6-8, 10-19, 33, 39-41 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Adams et al. (6,119,913) in view Wilk 
(5,330,486). 

With respect to claim 1 , Adams et al. teaches the use of a surgical device 
comprising a hollow shaft having a distal free end and a shaft diameter at least a first 
rotatable drive shaft 724' disposed in the hollow shaft and extending longitudinally 
through the hollow shaft to the distal end of the hollow shaft, a first connector 724 
attached to the first rotatable drive shaft (seen in Figure 15), a first surgical instrument 
700 configured to be coupled with the distal free end of the hollow shaft. 

Adams et al. further shows a quick connect fitting 717 coupling the first 
instrument with the first connector. 

Adams et al. does not show wherein the hollow shaft is configured to be inserted 
into a body via a first orifice and the first surgical instrument is configured to be inserted 
into the body via a second orifice and wherein the quick-connect fitting is configured to 
couple with the first surgical instrument with the distal free end after the hollow shaft is 
inserted into the body via the first orifice and after the first surgical instrument is inserted 
into the body via the second orifice. 

However, Wilk teaches the hollow shaft is configured to be inserted into a body 
via a first orifice and the first surgical instrument is configured to be inserted into the 
body via a second orifice and wherein the quick-connect fitting is configured to couple 
with the first surgical instrument with the distal free end after the hollow shaft is inserted 
into the body via the first orifice and after the first surgical instrument is inserted into the 
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body via the second orifice for the purpose of completing an anastomosis procedure as 
commonly practiced and described in column 1, lines 42-62. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
practice the device of Adams et al. in the manner taught by Wilk in order to effectively 
complete an anastomosis procedure. 

With respect to claim 6, the modified device of Adams et al. shows wherein the 
first surgical instrument is a stapler as in Figure 15 of Adams et al. 

With respect to claim 7, the modified device of Adams et al. shows wherein the 
first surgical instrument includes a surgical stapler and cutter instruments as in Figure 
15 of Adams et al. 

With respect to claim 8, the modified device of Adams et al. shows wherein the 
first surgical instrument includes an anastomosis instrument as in Figure 15. 

With respect to claim 10, Adams et al. teaches the use of wherein the surgical 
instrument includes at least one movable element 720, a shaft including at least one 
rotatable drive shaft 724' configured to effect movement of the at least one movable 
element 720. 

With respect to claim 1 1 , Adams et al. also teaches a device wherein the first 
surgical instrument includes a second connector (described in column 10 line 22) for 
detachable coupling with the first connector on the first rotatable drive shaft and wherein 
the first connector and the second connector are configured to detachably couple the at 
least one movable element with the first rotatable drive shaft. 
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coupling and wherein a first coupling (tip of 717) and second coupling 719 are 
configured to couple the at least one movable element 720 with the rotatable drive shaft 
724' as described in column 10, line 12 for the purpose of connecting two ends. 

With respect to claim 12, Adams et al. also teaches a device further comprising 
an electro mechanical driver device configured to drive at least one rotatable drive shaft. 

With respect to claim 13, Adams et al. teaches wherein the electromechanical 
driver device includes a motor system configured to drive the at least one drive shaft. 

With respect to claim 14, Adams et al teaches a second rotatable drive shaft in 
the hollow shaft and wherein the first surgical instrument includes a first movable 
element 720 and a second movable element 722, and wherein the first rotatable drive 
shaft 724' is configured to effect movement of the first movable element 720 and the 
second rotatable drive shaft 722' is configured to effect movement of the second 
movable element 722 seen in Figure 5. 

With respect to claim 15, Adams et al. teaches wherein the second rotatable 
drive shaft is attached to a third connector and the first surgical instrument includes a 
fourth connector 719 for detachable coupling with the third connector of the second 
rotatable drive shaft, the third connector 717 and the fourth connector 719 being 
configured to couple the second moveable element with the second rotatable drive 
shaft. 

With respect to claim 16, Adams et al. teaches a device further comprising an 
electromechanical driver device configured to drive the first rotatable drive shaft and the 
second rotatable drive shaft as seen in Figure 1 . 
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With respect to claim 17, Adams et al. teaches wherein the electro mechanical 
driver device includes a motor system configured to drive the first rotatable drive shaft 
and the second rotatable drive shaft. 

With respect to claim 18, Adams et al. teaches wherein the motor system 
includes a first motor configured to drive the first rotatable drive shaft and a second 
motor configured to drive the second rotatable drive shaft. 

With respect to claim 19, Adams et al. teaches wherein the hollow shaft includes 
a steering device 16 configured to steer the distal end of the hollow shaft described in 
column 6, lines 35-37. 

With respect to claim 33, Adams et al. shows a quick connect fitting diameter 717 
substantially equal to the hollow shaft diameter as seen in Figure 15. 

With respect to claim 39, 40, and 41 , Adams et al. shows quick connect 
attachable to one of the first surgical instruments and the hollow shaft. 
9. Claims 9 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Adams et al. (6,1 19,913) in view of Wilk (5,330,486) in further view of Wilk 
(5,314,436). 

With respect to claim 9 and 27, the modified device of Adams et al. discloses the 
invention substantially as claimed but does not show a wherein the hollow shaft and the 
first surgical instrument coupled to the hollow shaft are configured to be withdrawn from 
the body via the first orifice. 

However, Wilk (436) teaches wherein the hollow shaft and the first surgical 
instrument coupled to the hollow shaft are configured to be withdrawn from the body via 
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the first orifice as described in column 4, lines 26-40 for the purpose of ease of removal 
as in column 1 , lines 46-57. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
provide a modified method of removal in order to increase convenience. 

10. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Adams 
et al. (6,1 19,913) in view of Wilk (5,330,486) in further view of Mastri et al. (5,782,396). 

Wilk discloses the invention substantially as claimed including a surgical device 
with a distal end and hollow shaft and drive shaft but does not explicitly show a second 
surgical instrument interchangeable with said first surgical instrument, said second 
surgical instrument configured for selective attachment with the quick connect fitting to 
connect the hollow shaft and drive shaft to operably couple the second surgical 
instrument to said drive shaft. 

However, Mastri et al. teaches the use of a second surgical instrument 
interchangeable with said first surgical instrument, said second surgical instrument 
configured for selective attachment with the quick connect fitting to connect the hollow 
shaft 14 and drive shaft 64 to operably couple the second surgical instrument to said 
drive shaft for convenient removal and changeability of parts as in column 5, lines 1-25. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
provide interchangeable feature as is commonly practiced in the art in order to provide 
convenient removal and changeability. 

1 1 . Claims 35-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Adams et al. (6,1 19,913) in view of Culp et al. (6,017,354). 
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Adams et al. discloses the claimed invention including a flexible hollow shaft, a 
first surgical instrument, a rotatable drive shaft, steering cable, the shaft having a 
substantially uniform shaft diameter but does not specifically show a power console. 

However, power console's are notoriously well known in the art as shown in Culp 
et al. for the purpose of providing power to driven surgical instruments as in the 
Abstract. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
provide a power console to drive a surgical instrument. 

With respect to claim 36, Adams et al. shows a quick connect fitting 717 to 
detach the instrument from the shaft. 

With respect to claim 37, Culp et al. provides a teaching of attaching second 
surgical instruments being interchangeable with a shaft. 

12. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Adams 
et al. (6,119,913) in view of Culp et al. (6,017,354) in further view of Mastri et al. 
(5,782,396). 

The modified device of Adams et al. discloses the invention substantially as 
claimed but does not show the first instrument comprising one of a stapler, cutter and a 
second instrument comprising a clamping device; however, Mastri et al. shows a stapler 
cutter head and clamping head seen in Figure 1 for the purpose of various operating 
conditions as in the Abstract. 



Application/Control Number: 09/887,789 Page 12 

Art Unit: 3721 

Therefore, it would have been obvious to one having ordinary skill in the art to 
select a stapler/cutter and clamping device as a first and second instrument in order to 
carry out specific operations. 

Conclusion 

13. Applicant's remarks have been fully considered but are deemed moot in view of 
the new grounds of rejection. 

In response to Applicants arguments, the functional recitation requiring specific surgical 
procedures in the apparatus claims has not been given patentable weight because it is 
narrative in form. In order to be given patentable weight, a functional recitation must be 
expressed as a "means" for performing the specified action, as set forth in 35 USC § II2, 
6 th paragraph, and must be supported by recitation in the claim of sufficient structure to 
warrant the presence of the functional language. In re Fallen 1929 CD. 172; 388 O.G. 
279. 

Applicant has relied upon a "quick-connect" feature for patentability but this term 
has been rendered indefinite since it is a Trademark. Claims are interpretted with the 
broadest reasonable interpretation. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louis B T ran whose telephone number is 703-305-061 1 . 
The examiner can normally be reached on 8AM-6PM Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi I Rada can be reached on 703-308-2187. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). A 
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